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Application/Control Number: 09/855,916 □ 
Art Unit: 1712 ' 396 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-26 and 35-51, drawn to a composition and an article having said 
composition coated thereon, classified in class 428, subclass 450. 

II. Claims 27-3%, drawn to a method of marking a substrate, classified in 
class 427, subclass 554. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). Here, it is asserted that the compositions 
disclosed in the claims of group 1 may be employed for many applications other than as 
a precursor for marking a substrate with a desired indicia. The art that is applied below 
supports the Examiners contention. 

Because these inventions are distinct for the reasons given above and have 

acquired a separate status in the art as shown by their different classification, restriction 

for examination purposes as indicated is proper. 

During a telephone conversation with Tu Nguyen on June 13, 2002 a provisional 

election was made with traverse to prosecute the invention of group 1 , claims 1 -26 and 

35-51 . Affirmation of this election must be made by applicant in replying to this Office 
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action. Claims 27-34 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(,). 

Claim Analysis 

Claims 1 and 35, related by an intermediate final product relationship, are 
extremely broad claims directed, at least in part, to a marking composition containing 
(0 a silicon-containing polymer that is not necessarily a polysiloxane or even a polymer 
having silicon atoms in the backbone and (ii) a second material that is "capable of 
extending" the polymer that is component (i). It should be noted that this compound that 
is "capable" of doing something, or fulfilling some role, need not actually fulfill that role in 
order for the claim to be anticipated. That is, the claim only requires that the 
composition feature, in addition to the silicon-containing polymer, another material that 
bears reactive functional groups that may react with said polymer. Indeed, the 
reference would not necessarily have to teach an ensuing reaction involving 
components (i) and (ii) for the claim to be anticipated. Claims 1 and 35 also require that 
the composition be capable of undergoing chemical change that is observed visually 
when contacted with energy. More particularly, the Specification discloses that some 
compounds, upon being exposed to laser radiation, will be decomposed thus leaving 
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behind a marking of elemental carbon mirroring the pa* of the laser. I, is expected that 
most all organic compounds will degrade to elemental carbon if the irradiation source 
supplies a sufficiently energetic beam hence this aspect of the daim is also no. terribly 

limiting. 

While the aforementioned claims are extremely broad in scope, the Examiner 
elected to initially search on,y those embodiments of the claimed composition explidfly 
disdosed by the Applicants. The results of that search are outlined in the rejections that 
appear vita infra. It should be emphasized however that the claims could be construed 
infinitely more widely given the quite general manner in which each asped was 
described. 

Finally, the Applicants have charaderized their invention as a marking 
composition wherein the word marking is an indication of intended use as in 'a 
composition for marking-. I, has been held that, If the body of a claim fully and 
intrinsically sets forth all of the limitations of the claimed invention, and the preamble 
merely states, for example, the purpose or intended use of the invention, rafter than 
any distinct definition of any of the claimed invention's limitations, then the preamble is 
not considered a limitation and is of no significance to claim construction." Pitney 
Bowes, Inc. v. Hewlett-Packard Co.. 182 F.3d 1298, 1305, 51 USPQ2d 1161, 1165 
(Fed. Cir. 1999). See also Rowe v. Dror, 112 F.3d 473, 478, 42 USPQ2d 1550, 1553 
(Fed. Cir. 1997) fwtiere a patentee defines a structurally complete invention in the 
claim body and uses the preamble only to state a purpose or intended use for the 
invention, the preamble is no. a daim limitation"); Kropa v. Robie. 187 F.2d at 152, 


a 

in 
is 

a 
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88 USPQ2d a. 480-81 (preamble is no. a limitation where claim is directed to a product 
and the preamble merely recites a property inherent in an old product defined by the 
remainder of the claim); STXLLC. , Brine, 211 F .3d 588, 591, 54 USPQ2d 1347 1350 
(Fed. Cir. 200O, (holding tha, the preamble phrase -which provides improved playing 
and handling characteristics' in a Cairn drawn to a head for a lacrosse stick was not 
claim limitation,. "A reckon of the intended use of the claimed invention must result i 
a structural difference between the claimed invention and the prior art in order to 
patentably dis«nguish the daimed invention from the prior art. If the prior art structure i 
capable of performing the intended use, then it meets the claim. In a claim drawn to 
process of making, the intended use must result in a manipulate difference as 
compared to the prior art. See /„ re Casey, 152 USPQ 235 (CCPA 1967) and /„ re Otto 
136 USPQ 458, 459 (CCPA 1963). Accordingly, the reference need no. disclose a 
comparable composition as being a candidate for marking articles for the claim to be 
anticipated. 

Claim Objections 

Claims 1-26 and 35-51 are objected to because the base claims, claims 1, 16, 
and 35 recite the utilization of a "polymerizable- materia, whereas i, seems evident from 
the Spedflcation that said material is already po, ym eri 2 ed and, therefore, should be 
referred to as a polymer comprising silicon. Appropriate correction is required. Claims 
43-49 are objected to because it would be more appropriate to specify precisely what 
part of the article, e.g. the composition, is being further limited. 
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Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

Claims 8, 20, and 42 are rejected under 35 U.S.C. 1 ,2, second paragraph as 
being inde«e for failing to particularly point cut and distinctly daim the subject n^tter 
wh,ch applicant regards as the invention. ,, cannot be ascertained whether the 
Applicants are referhng to a nxlar- or weigh, ratio. Carbon is required. 

Claim Rejections - 35 USC § 102 
The foilow,ng is a quotation of the appropriate paragraphs of 35 U.S C 102 that 
form the basis for the rejections under this section rrade in this Office action: 
A person shall be entitled to a patent unless - 

rejected under 35 U.S.C. 1 02,b, as being anticipated by Ternoir et al., U.S Paten. # 
5,275,645. Ternoir discloses a protective coa«ng composition, or binder, for application 
over a variety of substrates tha, are susceptible to cordon and/or mechanical 
degradation including the interior surfaces of petroleum tanfcers and the surfaces of 
offshore drilling platforms (column ,4, lines 32-41). , n a flrst embodimem , he ^ 
composition is comprised of an oxysilane reserving tha, portrayed a, the top of column 
3 or the silicone depicted in colun. 3, line 23, a basic catalys, (colu™ 3, liness 34-51), 
and an organometallic cc-cataiys, (colun. 3, line 52 and column 7, lines 49-68 through 
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is a tria.oxysilane, i.e. where n =, m the formula represent this component ,„ 

co,u m „ 5, ,ine S 6 6 ^8.Te m oi r s tete s t ha tth e Sil icone is, in fac.p^a.y prided, 
«**» to ,he silane. They further contemplate the formation of binders by way of 

(column 8, iines 20-68 through co, urm 9, „ n es 1-49>. Significant,, a condensab- 
le poiysiioxane, a poiyo,, and an organo-functionalized tha.oxysiiane correspond 
<o .he most preferred embodiments of the siiicon-containing poiymer, chain-extender 
and crosslink agent respectiveiy of theinstan, invention. Therefore, ciaims 1-3 5 9 
10. 13, 16, 21, 24, 35-37, 39, 43-44, 47, and 50 are anticipated. 

As for cairns 4, 17, and 38, most of the polyois rationed in columns 7 and 8 
contain only two or three carbon-bound hydroxy groups. 

As for Cairns 6, 18, and 40, in describing the silicone component, Ternior 

from methy,, e,h„, and phenyl groups (column 6, lines 34-36,. ln ,ose incarnations of 
.he polymer wherein both a n.,hy„e,h, group and a pheny, group are present, the 
claim limitations are satisfied. 

As for Calms 14, 25 and 48, the incorporation of co-catalysts based on platinum 
me.al are contemplated in column 8, fines ,7-19. Furthermore, each of (he 
organometallic catalysts mentioned in columns 7 and 8 rrsy be categohzed as a ,ewis 
acdic catalyst considehng the electrophilic nature of the metal center. 

and 10, . (The purred ra«o of these matehals wi„, of course, depend on the degree 
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^^^•"^^^^^^ 
^^^^.^^^^^^^ 

claim 26 are satisfied. 

- er 35 U .S.C. 1 0 2(b) a Sb e i „ g an tW p atedbyLut2eta , u ., paten(#5973o44 
a pnmer co.posl.ion tha, ray be errployed (o ^ ^ ^ ' 

Pane,s to epo* y board (c0(umn 8 , |ines ^ ^ ^ 

Po:^ca,c oh ., (2)apolTOsi|oxaneh ^ 

group and a, leas, one "organtfunctionar group, and ,3, a silane na.no three 

correspond t0 the cinder, siiicon-ccn.ning p 0 , TOr , and cros , nkjng 
savored by the AppliC a nl respective,, The adhesio,pro™,i„g product is ^ by 

bronsted acids and bases or a lewis acidic organotitanium catalys, 

claims 4, 17, and 38, (he pofyols are those adhering to the formula 
(0H) " Wherein m is fr <™ 2 to 4 (column 3, lines 14-19). 

Claim Rejections ■ 35 USC § 103 
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The fota'ng is a quotation of 35 U.S.C. 103(a) which fom* the basis for ai, 
obviousness rejections set forth in this Office action: 

Claims 7, 19. and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
cverlemoir e,a,.,U.S. Patent * 5,72,645. One of ordinary sKii^l, appreciate, ha, a 
methylphenylsiloxane resin is an obvious embody, 0 , a silicone wj|| ^ 
only contain methyl, ethyl, and/or phenyl groups. 

Allowable Subject Matter 

upon a rejected base claim, ou, would be allowable if rewn,,en in independen, form 

fcrma, objections over the base claims are overco™. Neither of the afore TOn ,ioned 
documents particular identify a blocked silane as one of ,he rrctenals from which 
•hose coa«ng composi.ionsarer.de nor would .here appear ,o be any indica,ion in the 
Pnor art as to why one would have selected a blocked silane from .he vas, array o, 
snanes available. Also, given .he intended use of ,he composes ,augh. by .hese 

to add an optical tag. 

Conclusion 

As further iiius.ra.ion o, ,he uninvenlive nature of rrcny of the embodiments of 
the claimed composition, the Exan*er cites Wituc, e, a,., U.S. Patent # 5,426,168, 
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L a W e,a,.. U .S.Pa, e n, # 4,113, 6 65,S Um , d a, JP 02-21 127 8Aan dJP7 3-008461 B 
These fences all an Mp a,e „ , eas , ^ ^ 

already addressed above, will no. be summed herein. 

Any in q uiry concerning .his communion or eariier com.unica.ions from .he 

exarninersho U idbedirec.ed,o M a r cS.Zi mm erwhose,e te phonen Um beris^C5. 
1 176. The examiner can normally be reached on Monday-Friday 8 00-4 30 

iranemp.s.o.ach.eexaminerby.eiephoneareunsuccessfuUheexaminer.s 

*r .he organic where .his ap,ica*ion or proceeding is assigned are 703-872-93,0 
for regular co.munica.ions and 703-872-931 1 for Afler Final communicaiions 

mpoiry of a genera, na.ure or re,a.ing .o .he s,a»us of .his app ,ica,ion or 

0661. 

June 17, 2002 




Robert Dawson 
Supervisory Ratem Examiner 
Technology Center 1 700 


